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FROMTHE EDITOR. . .

Hearings were held last year on both
bills, a major step forward in the history
The members of the DPR Executive
of this kind of legislation,but no further
Committee who were elected in the last
action was taken. A new Congressis in
electionare:
sessionnow, and Rep. Kastenmcierhas
reintroducedboth bills. Reprinted in this
the completetcxt
C h a i r m a n - e l e.c. t... . . . . . . D e n n iJs. R u n s e r issueof the Bulletin"is
K a s t e n m e i eB
r ill".
(1983-84). .. .. .MargilW. Wadley o f H . R . 3 2 8 5 , t h e
Sccretary
(1983-85)
.DcnnisChamot As of this writing, similar legislationhas
Councilor
D. Trcblow not been introduced in the Senate, but
.
.
.Mordecai
Councilor.
Alternate
( I 983-84)
Members-at-large
that is a real possibility.
GraceBorowitz
H . R . 3 2 8 5 i s a c o m p r e h e n s i v ea p JamcsY.P Tong proach to the many issues involved. It
dealswith questionsof ownership,establishing two kinds of inventions,free inventions and service inventions,where
only the latter may be claimed by the
Patent Law
employer.It also establishesthat employMembers of this Division have been ees have a right to extra compensatlon
interestedin the issue of compensation when their employersclaim their service
for employed inventors for quite some
inventions.
time. For severalyears a bill was introIf you would like to comment on this
by
duced in the House of Representatives
bill, you can senda letterto:
Rep. John Moss of Califbrnia. The
"Moss Bill", as it was invariably reRep. RobertW Kastenmeier.
ferred to, was based on a West German
Chairman
law that has been in effect for more than
on Courts, Civil
Subcommittee
a quarterof a century.
Liberties, and the Administration
The Moss bill went through several
of Justice
minor modifications over the years, but
Committee on the Judiciary
it never got anywhere, and eventually
U.S. Houseof Representatives
Rep. Moss retired. In the last Congress,
W a s h i n g t o nD, . C . 2 0 5 1 5
primarily as a result of interest by the
AFL-CIO, Rep. Kastenmeierof WisconIf similar legislation is worked on in
sin introduced a comprehensivebill,
Senate,it would be in Sen. Mathias's
the
bill
suplimited
more
much
along with a
subcommittee. Comments to him exported by the IEEE (the latter does nothpressing an interest in this kind of bill
ing more than outlaw some of the worst
could be very useful:
abusesof pre-assignmentagreements).

Off icers

Sen.CharlesM. Mathias,Chairman
Subcommitteeon Patents,
Copyrightsand Tiademarks
U.S. Senate
Washington,D.C. 20510
While it should not matter much at this
stage, you might note that Rep. Kastenmeier is a Democrat, and Sen. Mathias
(of Maryland) is a Republican.

NationalMeeting
Many of you may receivethis after the
Washington meeting, but this is being
written earlier. The Division will, as
usual, present various activities (see
C&EN and the meeting program for all
the details). I am particularly interested
in one fascinatingsymposium, dealing
with the developmentof science policy
in Washington(especiallyas I chair it!).
Sciencepolicy in this case means much
more thanjust financial support of scientific research,but also the development
of policy in areas with a large science
content. Speakersinclude representatives
from Congressionalcommittee staff, the
White House Office of Scienceand Technology Policy, the National Research
Council, and others. If all goes well, we
will try to publish exerpts in the next issue of the Bulletin, but if this reaches
you in time, plan to come and participate.
-Dennis Chamot

98TH CONGRESS1ST SESSION
H . R .3 2 8 5
IN THE HOUSE OF REPRESENTATIVES
JUNE 13, 1983
Mr. Kastenmeierintroducedthe following bill; which was referredto the
Committeeon the Judiciary

A bill to create a comprehensiveFederal system for determining the ownership of and amount of compensationto
be paid for inventionsmade by employed
persons.
Be it enacted by the Senate and House
of Representativesof the United Statesof
Ameica in Congressassembled,
SECTION l. Title 35, United States
Code, is amendedby adding at the end
thereof the following new part:
..PART V _ EMPLOYEE
INVENTIONS
"Chapter
Sec.
"40. Definitions and scope of
...40f
application
" 4 1 . S e r v i c ei n v e n t i o n
.....411
"42. Patent on service inventions..42l
"43. General provisions
...431
..CHAPIER 40 - DEFINITIONS
AND SCOPE OF APPLICATION
"$ 401. Scopeof application
"This part applies to all inventions
made by "(l) employeesof private persons
or organizations,
"(2) military personnel and employees of Federal, State, territorial,
and local governments,and
"(3) other persons who consent by
contractto be treatedas employeesunder this part for the purpose of determining the compensationto be paid
for their inventions,
except that nothing in this part shall apply to an invention made by an employee
which is subject to an agreement between the employee and his or her employer to the effect that the invention
shall be a free invention which is the exclusive property of the employee and
with respect to which the employer has
no rights.
"S 402. Defintions
"As
used in this part, the term "(l) 'employee' means any person
who. under the usual common law

rules applicable in determing the employer-employeerelationship, has the
statusof an employee; and any member of the military;
" ( 2 ) ' i n v e n t i o n 'm e a n sa n i n v e n t i o n
which is patentableunder chapter l0
of this title;
"(3)'service invention' meansan
invention made by an employeeat any
time during his period of employment
which either "(A) has grown out of the type of
work performed by the employee
for his or her employer,or
"(B) is derived from experiences
gained on the job related to operations carried out by the employer:
and
"(4) 'free invention' meansany inventionmadeby an employeewhich is
not a service invention.

..CHAP"[ER 4I - SERVICE
INVENTIONS
"$ 4ll. Duty of giving notice
"(a) An employee who has made a
s e r v i c ei n v e n t i o ns h a l l g i v e w r i t t e n n o tice of the serviceinventionto his or her
employer without undue delay. If several
employeesshared in making the service
invention,they may give noticeeitherindependently or jointly to the employer.
Upon receipt of the employee's notice,
the employer shall without undue delay
provide the employee with a written
statementof the exact time when the notice was received.
"(b) The employee'snotice shall conspicuously indicate that it relates to an
invention and shall contain a complete
description of the invention in the manner prescribedby the Commissioner.
"(c) An employee'snoticewhich does
not conform to the requirementsof subsection (b) shall neverthelessbe deemed
complete if the employer does not advise
the employee in writing, within two
months after receipt of the employee's
notice, in what respectsthe notice is incomplete.

"S 412. Claiming the invention
"(a) An employer may claim exclusive rights in and to an employee'sservice inventionby giving a written declaration of his claim to the employeewithin
such time as the Commissionermay prescribe after the employer has receiveda
completenotice of the serviceinvention
from the employee in conformity with
s e c t i o n4 1 1 .
"(b) Upon receipt by an employee of
a declarationunder subsection(a) of the
employer'sclaim to the employee'sservice invention,the cmployceshall assign
all rights to the serviceinventionto the
employer in writing, subjectto the employee'sright under section 414 to receivc adequatecompensationfbr the inventron.
"(c) Any dispositionof
a service invention by an ernployee.befrrrea declaration is given under subsection(a) of a
claim by his or her employer. which
would impair the employer'sright undcr
this sectionis invalid to the extentthat it
impairssuchrights.

"$ 413. Service inventions which become free inventions
"(a) A service invention becomes
a
free invention"(l) when
the employer releasesit
in writing;
"(2) when the
employer fails to act
to acquire rights under this part after
receiving the employee'scomplete notice in conformitywith section411; or
"(3) when
the employer, after
claiming exclusive rights therein, does
not comply with his obligation under
section421(a) to apply for a patent on
the serviceinvention.
"(b) A service invention which becomes a free invention under this section is not subjectto the provisions of
s e c t i o n4 3 1 .

"$ 414. Compensation for service inventions
"(a) An employee is
entitled to adequate compensation for his service invention. Such compensationshall represent the fair market value of the
employer's exclusive right to the invention adjusted to reflect (1) the position
and duties of the employee and (2) the
degree to which the operations of the
employer contributed to the making of
the invention.
"(b)(l) The kind
and amountof compensationto be paid for a serviceinvention shall be determined by agreement
between the employer and the employee
enteredinto a reasonabletime before issuanceof the patenton the service invention.
"(2) lf agreement is not
reached
within such reasonableperiod of time,
the matter shall be placed before the Arbitration Board.
"(c) When more than
one employee
contributedto making a service invention, the compensationrequired by subsection (a) shall be determinedby agreement entered into by the employer
separatelywith each such employee.The
determination of compensation to be
paid to any employee under this section
does not bind any other employeewho
contributedto making the same scrvice
invention if that other employee objects
to the determination of his or her compensationunderthis section.
"(d) When there has
been a substantial change in the circumstancesupon
which the determinationof compensation
was based, the employer or employee
may demand under rules establishedby
the Commissionerthat a new determination of the compcnsationbe made, but
the employee shall in no case be obligated to return compensationwhich he
or she has received.
..CHAPTER 42 - PATENT ON
SERVICE INVENTIONS
"5 421. Patent application
"a) Following
an employer'sclaim to
exclusive rights in and to a service invention under section 412(a), the employer shall diligently apply, in the name
of the inventor, for a patent on the service invention unless"(l) the service
invention has become a free invention under section
4 1 3 ( a )( l ) o r ( 2 ) ; o r
"(2) section 425(a)
applies.
When an employer does not comply with
his obligation to apply for a patent on
such a service invention. the invention

becomesa free invention.
"(b) In the event patent
a
application
or patent exists on a service invention
that becomesa free invention, ownership
to that application or patent shall vest in
the employee.
"g 422. Patent application abroad
"The
employer may apply for patents
on a service invention with respect to
which he has made a claim to exclusive
rights in such foreign countriesas he desires and shall releasethe service invention in favor of the employeein all other
foreign countries.The employer'srelease
shall be timely to permit the employeeto
comply with the priority provisions of
applicable treaties which accord patent
rights on the basis of applications for
patentsin the home country.
*9 423. Obligations of
employer and
employee when acquiring patents
"(a) When
an employerappliesfor a
patent on a scrvice invention, the employer shall, at the time of such application, provide a copy of the application
documents to the employee who made
the service invention, and shall keep the
employee infbrmed concerning the proceedingsand permit the employeeto examine all Patent Office corrcspondence
in connectionwith the application.
"(b)
At the employer's request, the
employee who made a service invcntion
to which the employer has claimed cxclusive rights, shall assistthe employer
in the acquisitionof a patentwith respect
to the invention and shall make such
statementsas may be necessaryto document the employer'sapplication.
"S 424. Abandonment of patent
application or patent
"When, prior
to satisfyingan employee's claim for adequate compensation
with respectto exclusive rights in and to
a service invention, the employer intends
to abandon the patent application or to
permit the lapse of a patent already
granted, the employer shall, in sufficient
time to enable the employee to prevent
such abandonmentor lapse, notify the
employeein writing and assignthe rights
to the invention to the employee, if the
employee so requests. The employer
shall make available to the employee all
documents necessary to preserve the
rights in the invention.
"$ 425. Tiade secrets
"(a) When
legitimate interestsof the
employer make it necessaryto prevent a

service invention, with respectto which
notice has been given and with respectto
which a claim to exclusive rights has
been made, from being publicly known,
the employer need not apply for a patent
on the invention if the employer makes a
written declaration to the employee to the
effect that the employer recognizes the
patentabilityof the invention. If the employer does not recognizethe patentability of the invention, the employer need
not apply for a patent if the employer applies to the Arbitration Board.
"(b) In
determining the compensation
to be paid for exclusive rights in and to
an invention with respect to which the
employer need not apply for a patentunder subsection(a), accountshall be taken
of the economic disadvantageto the employee becauseof the fact that no protective right has been granted.
..CHAPTER 43 - GENERAL
PROVISIONS
"$ 431. Free inventions;
notice
"An
employeewho has made a f'reeinvention during the period of his or her
employment shall promptly give written
notice of the inventionto his or her employer containing such information as
may be necessaryto enablethe employer
to determinewhetheror not the invention
is a free invention. Unless. within three
months after receiving such notice from
the employee, the employer makes a
written declarationto the employeecontesting that such invention is a free invention,the employermay not claim the
inventionas a serviceinvention.
"$ 432. Exclusion
of change by agreement
"The

applicabilityof the provisionsof
this part may not be avoided by agreement to the detrimentof the employee.
"$ 433. Secrecy
"(a) An
employer may not publicly
disclose any employee's invention with
respect to which the employer has received notice as a free inventionexcept
with the consentof the employee.
"(b) Except
as otherwise provided by
this part, an employee may not disclose
any service invention with respect to
which a claim to exclusive rights can be
or has been made and which has not become a free invention.
"$ 434. Employer-employee relationship
"The rights
and duties of an employer
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and his or her employee under this part
are not affected by the termination of the
employmentrelationship.

"$ 435. Arbitration
"(a) There shall be an Arbitration
Board (hereinafterin this sectionreferred
'Board') in the Patent Office
to as the
which shall arbitrateany dispute relating
to this part which is referredto the Board
by an employer or employee. The Board
shall be composedof a chairmanand two
associatesappointed by the Commissioner.
"(b) An employer or employee may
petition the Board to settle a dispute by
f i l i n g w i t h t h e B o a r da p e t i t i o nc o n t a i n ing a brief description of the circumstancesof the caseand the name and address of the other party. The Board shall
send a copy of the petition to the other
party with a requestthat such party expressthat party's opinion in writing with
respect to the petition within a designatedperiod of time.
"(c) Except as otherwise provided in
this section, proceedingsbefor the Board
shall be conducted according to such
rules and regulations as the Commissionermay determine.
"(dxl) When the Board has reached
a
decision by majority vote, it shall serve
on the parties a copy of the decision togetherwith the reasonstherefor.Such decision shall, subject to section 436, be
binding on all parties.
"(e) No fees or costs shall be charged
against any party to proceedingsbefore
the Board.
"(0 In any proceeding before the
Board to enforce the provisions of this
part, the Board, in its direction, may allow the prevailing party other than the
United Statesa reasonableattorney's fee,
which may be collected in a civil action
instituted by such prevailing party.

"$ 436. Judicial review of Arbitration
Board determination
"A party dissatisfiedwith the decision
of the Arbitration Board may obtain appropriate relief in a civil action against
the Commissionerif such action is commenced within such time after the proposal, but not less than sixty days, as the
Commissionerspecifies.
"$ 437. Secretary of Labor; guidelines
"After affording all interestedpersons
the opportunity to make their views
known, the Secretaryof Labor shall issue guidelinesunder sections414 and
425 of this title providing specific rules
for the determination of the compensation to be paid for exclusive rights in
service inventions, and trade secrets.
These guidelines shall be published for
the guidance of employers and employees, the Arbitration Board, and the
courts.
"$ 438. Prohibition of discrimination
against employees
"(a) No person shall discharge or in
a n y o t h e r m a n n e r d i s c r i m i n a t ea g a i n s t
any employee because such employee
has filed any complaint or instituted or
caused to be instituted any proceedings
under or related to this part or has testified or is about to testify in any such
proceedingsor because of the exercise
by such employee on behalf of the employee or others of any right afforded by
this part.
"(b) Any
employee who believesthat
he or she has been dischargedor otherwise discriminatedagainstby any person
in violation of this section may, within
thirty days after such violation occurs,
file a complaint with the Secretaryof Labor alleging such discrimination. Upon
receipt of such complaint, the Secretary
shall causesuch investisationto be made

as the Secretary deems appropriate. If,
upon such investigation, the Secretary
determines that the provisions of this
section have been violated, the Secretary
shall bring a civil action in any appropriate United Statesdistrict court against
the appropriate person. In any such
action the United States district courts
shall have jurisdiction, for cause shown,
to restrain violations of subsection(a)of
this section and order all appropriaterelief, including rehiring or reinstatement
of the employeeto his or her former position with back pay.
"(c) Within ninety
days after the receipt of a complaint filed under this section, the Secretaryof Labor shall notify
the complainantof the Secretary'sdeterminationunder subscction(b)
of this section.
"$ 439. Civil action
"(a) In
any case not in arbitration and
with respectto which no final arbitration
order has been made under this part, an
employer or employee may recover appropriate relief in a civil action to enforce any applicable provisions of this
part.
"(b) In any civil action to enforce the
provisions of this part, the court, in its
discretion, may allow the prevailing
party other than the United Statesa reasonable attorney's fee as part of the
"
cost. .
SEC. 2. Section 1338 of title 28.
United StatesCode, is amendedby adding at the end thereof the following:
"(c) The
district courts shall have
original jurisdiction exclusive of the
courts of the States, of any civil action
arising under part V of title 35, relating
to inventions.".
SEC. 3. The amendments made by
this Act shall apply to any invention
made on or after one hundred and eighty
days after the date of the enactment of
this Act.

